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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this appHcation is 
eligible for continued examination under 37 CFR 1,114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 3 December 2003 has been entered in which 
claims 1, 11, 19, 22, 24-25, 27, 31 were amended, claims 33-39 were added and claims 10 and 
14 were cancelled. Claims 1, 3-9, 11-13, 15-28 and 30-39 are pending. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 3-6, 8-9, 1 1-13, 15-19, 21-26, 31-34 and 38-39 are rejected under 35 
U.S.C. 102(b) as being anticipated by Fantone et al., U.S. Patent No. 4,786,154. 

Regarding claims 1,6, 19, 21, 22 and 38, Fantone et al. disclose a device for controlling a 
characteristic of an image signal superimposed on a specimen image (fig. 2), which is a 
microscope, comprising a main optical system (12, 13, 14), which is a microscope, configured to 
refract light emitted from a specimen (10) into a main beam path (not numbered from 10 to 22); 
a superimposition apparatus (42), which is a display, in a fixed relationship to the main optical 
system (fig. 2) to a viewer (after 22), configured to generate the image signal; a superimposing 
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reflector (46) configured to reflect the image signal generated by the superimposition apparatus 
into the main beam path and to superimpose the image signal onto the specimen image (column 
4, lines 24-3 1); an image measurement unit (38), which is a CCD, in a fixed relationship to the 
main optical system (fig. 2), configured to measure an overall brightness of the specimen image 
(column 2, line 61 -column 3, line 22, in so far as the sensors (38) provide a video signal of the 
entire image, which includes measured information on the brightness of the image); a controller 
configured to adjust, with a control signal, the overall brightness of the image signal generated 
by the superimposition apparatus in response to a measurement by the image measurement unit 
of the overall brightness of the specimen image (column 3, lines 16-26, in so far as adjusting any 
portion of the image will also adjust the overall brightness of the image); and a manual input unit 
for providing a manual input signal fi-om a viewer to the controller, wherein the controller is 
configured to adjust the overall brightness of the image signal generated by the superimposition 
apparatus in response to the manual input signal and the measurement by the image measurement 
unit (part of 40, in so far as there must be some manual input and therefore a manual input unit to 
provide input direction about the image enhance, e.g. the specified frequency stated in column 3, 
lines 20-21). The method of utilizing the structure of the claim is inherent therein. 

Regarding claim 3, Fantone et al. further disclose wherein the image measurement unit is 
configured to measure a spatial brightness distribution of the specimen image (column 3, lines 
18-26). 

Regarding claims 4-5 and 23, Fantone et al. further disclose wherein the image 
measurement unit is further configured to measure one selected from the group of color and 
contrast, the controller is further configured to adjust the selected one of color and contrast 
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(column 3, lines 27-35), and the image measurement unit is configured to measure a spatial color 
or contrast distribution of the specimen image (column 3, lines 43-51). 

Regarding claim 8, Fantone et al. further disclose wherein the image measurement unit is 
configured to measure the brightness of the specimen image by measuring light emitted from the 
specimen and refracted by the main optical system (12, 14) into the main beam path (fig. 2). 

Regarding claims 9 and 24, Fantone et al. further disclose a beam splitter (32) configured 
to reflect a portion of the specimen image from the main beam path to the image measurement 
unit. 

Regarding claims 33, 34 and 39, Fantone et al. fiirther disclose wherein the controller 
configured to adjust brightness of the image signal generated by the superimposition apparatus in 
response to a measurement by the image measurement unit of the brightness of the specimen 
image (column 2, line 61 -column 3, line 22), so as to maintain a substantially constant ratio of 
the brightness of the image signal (enhanced image) to the brightness of the specimen image (in 
so far as once the gain is increased a specific amount a substantially constant ratio will be 
maintained), and so that said image signal is substantially brighter than said specimen image 
(column 3, lines 16-26, the increase gain/brightness of the enhanced image signal makes it 
substantially brighter than said specimen image). 

Regarding claims 1 1-13, 15-16 and 25-26, Fantone et al. further discloses wherein the 
image measurement unit is configured to measure brightness of individual regions of the 
specimen image, wherein the controller is configured to adjust brightness of individual regions of 
the image signal generated by the superimposition apparatus in response to the measurement by 
the image measurement unit, and wherein the individual regions are individual pixels (column 3, 


Application/Control Number: 10/024,278 Page 5 

Art Unit: 2872 

lines 27-42); and wherein the image measurement unit is configured to measure brightness of 
those individual regions that are in a viewer's line of sight (column 3, line 5-column 4, line 16). 

Regarding claims 17-18, Fantone et al. further discloses wherein the controller is 
configured to adjust brightness of individual pixels of the image signal generated by the 
superimposition apparatus in response to measurements by the image measurement unit of the 
brightness of the corresponding pixels of the specimen image and wherein the controller is 
configured to adjust brightness of individual regions of the image signal generated by the 
superimposition apparatus in response to measurements by the image measurement unit of the 
brightness of the corresponding regions of the specimen image (column 3, line 63 -column 4, line 
9). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fantone et al. in 
view of Shioda et al, U.S. Patent No. 6,081,371. 

Fantone et al. disclose the claimed invention except wherein the image measurement unit 
is configured to measure the brightness of the specimen by directly measuring light emitted from 
the specimen and not refracted by the main optical system. Shioda et al teaches a device (fig. 1) 
which controls the brightness (column 10, lines 34-42) of a superimposed image (43, fig. 3b) on 
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a specimen image (44, fig. 3b) wherein the image measurement unit (32) is configured to 
measure the brightness of the specimen by directly measuring Hght emitted from the specimen 
and not refi'acted by the main optical system (fig. 1). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have the image measurement unit 
measure directly from the specimen and not be refracted by the main optical system as suggested 
by Shioda et al. to save money and simplify the system by reducing the number of parts needed. 

6. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fantone et al in 
view of Grund et al, U.S. Patent No. 6,217,519 Bl. 

Fantone et al. disclose the claimed invention except wherein the manual input unit is 
operable remotely from the device. Grund et al. teaches a system that combines images (fig.l, 
column 3, line 65-column 4, line 8) and has a manual input unit (22) that is operable remotely 
from the device (column 4, hnes 12-19). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to make the manual input unit of Fantone et al. 
operable remotely from the device as suggested by Grund et al. to provide a more flexible 
working area. 

7. Claims 27-28, 30 and 35-37 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fantone et al in view of Marino et al, U.S. Patent No. 5,307,202. 

Regarding claims 27, 30 and 35-37, Fantone et al. disclose the claimed invention except 
for explicitly stating that the superimposition apparatus is automatically adjusted in response to a 
measurement by the image measurement unit of the overall brightness of the specimen image; or 
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wherein the brightness of the image signal generated by the superimposition apparatus is 
automatically adjusted in response to a measurement by the image measurement unit of the 
brightness of the specimen image, so as to maintain a substantially constant ratio of the 
brightness of the image signal to the brightness of the specimen image, and so that said image 
signal is substantially brighter than said specimen image. Marino et al. discloses a device for 
controlling a characteristic of an image signal superimposed on a specimen image (fig. 1) 
wherein the superimposition apparatus (11) can be automatically adjusted via software (column 
2, lines 40-51). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the superimposition apparatus of Fantone et al. automatically adjust 
the overall brightness as suggested by Marino et al. to provide faster adjustment times. 

Regarding claim 28, Fantone et al. further disclose the microscope being a surgical 
stereomicroscope (column 1, lines 7-8). 

Regarding claims 3 1 and 32, Fantone et al. further disclose wherein the image 
measurement unit is configured to measure brightness of individual regions of the specimen 
image, wherein the controller is configured to adjust brightness of individual regions of the 
image signal generated by the superimposition apparatus in response to the measurement by the 
image measurement unit, and wherein the individual regions are individual pixels (column 3, 
lines 27-42). 

Response to Arguments 

8. Applicant's arguments filed 3 December 2004 have been fiilly considered but they are not 
persuasive. 
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Applicant argues that Fantone does not teach, suggest or disclose a controller configured 
to adjust an overall brightness of the image signal generated by the superimposition apparatus in 
response to a measurement by the image measurement unit of the overall brightness of the 
specimen image. The examiner respectfully disagrees. Even by adjusting the brightness of only 
some portions of the image, the controller of Fantone makes adjustment affecting the overall 
brightness of the image signal In fact, the applicants own disclosure states on page 8, section 
[0028] that "the control system has the effect of automatically adjusting the brightness. . .--e.g., 
increasing the brightness of the superimposed data where the image of the specimen 8 is very 
bright, and decreasing the brightness of the superimposed data where the image of the specimen 
8 is very dull" which demonstrates that not all areas need to be affected to adjust the overall 
brightness of the image signal. 

Applicant further argues that Fantone does not teach, suggest or disclose the controller is 
configured to maintain a substantially constant ratio of brightness of the iniage signal to the 
brightness of the specimen image. The examiner respectfully disagrees. Once the image has been 
enhanced by the controller, the system/controller maintains that enhanced image which would be 
a substantially constant ratio of brightness between the original specimen image and the 
enhanced image signal. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lee Fineman whose telephone number is (571) 272-23 13. The 
examiner can normally be reached on Monday - Friday 7:30 - 4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Drew Dunn can be reached on (571) 272-23 12. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



LAF 

March 23, 2004 



MARK A. ROBINSON 
PRIMARY EXAMINER 


